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DearSirs: European Patent and

Trademark Attorneys

I herebysubmitanamicuscuriae brief with respectto the above~

captionedReferral. I would appreciateif the following considera-

tionsaretakeninto accountin the processof finding appropriate Deutachiand/Cermany

Teleton: +49(0)711/66669-0answersto thePresident’squestionsraisedin theReferral. Tei~ax: +49(0)711/666 69-99
E-Mail: post@’~wp.de
Internet: www.wwp.de

1. Generalremarks ~TU~CAR~
Phoenixbau
Konigstrafl~e5
70173 Stuttgart

1.1 The legal provisionsandthe existingcaselaw relevantfor t.~ThcHe~
Maximilianstra8e 35 A

the aboveReferral arewell knownandhavebeendiscussed 80539 Munchen

extensivelyin otherdocumentssubmittedfor the case.No U8INC{N
<onrad-Adenauer-Strafie 9

furthercommentsaredeemedto be necessary. 72072 Tübingen

Partnerschaftsgesellschaft
Sitz Stuttgart

1.2 Unfortunately, the Referral defines the context of the AG Stuttgart PR 55

questionswith a main focuson computerprograms. In par-

ticular, it refers to “the law regardingthe patentabilityof
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computerprogramsaccordingto the EPC” (Summaryof the Referral, page2,

final paragraph).Questions1 and2 explicitly mentiona “claim directedto a

computerprogram”and a “claim in theareaof computerprograms”,respec-

tively. In contrast,questions3 arid 4 aredraftedmore generally,i.e. without

an explicit referenceto acomputerprogram.

While patentabilityof a claim directedto a computerprogram is certainly of

high interestin view of thewell-known exclusionin Art. 52(2)(c)EPC, limit-

ing the discussionto computer,programs would blind out important issues

which arenot literally relatedto a computerprogram. Thiswould be ill contrast

to thePresident’sintentionto achievemoreclarityin thefield.

I would thereforesuggestto usethetermComputerImplementedInvention(CII),

which is alreadyusedby theEPOin official statements,in orderto moreprop-

erly definethedimensionof thefield addressedby theReferral. In particular,

questions3 and4 andthe respectiveanswerswill haveaneffect not only on

claimsmentioninga computerprogram,but on anykind of claim directedto a

CII, aswill beseenfrom thefollowing.

1.3 In section 2, the Referral definesa computerprogramas a seriesof steps

(instructions)which will be carriedoutby thecomputerwhenthe programis

executed.A computeris understoodto include anyprogrammableapparatus,

not only deviceswhich aregenerallythoughtof asacomputer.Thetermcom-

puterprogramis consideredsynonymouswith the terms“software” and “pro-

gramfor a computer’.I agreewith thesedefinitions.

However,a methodwhich canbe implementedpartlyor wholly by a com-

puterand/orby an apparatusconfiguredto executea computerprogramcan

be claimedwithout literal referenceto a computerprogram,suchasin the

form of an appropriatemethod and/orapparatusclaim just citing method

stepsor apparatusfeatures.Thereforeandwith respectto themoregeneralna-

tureof question3, it is desirableto discusspatentabilityof aCII insteadof pat-

entability of a computerprogram.The discussionwith respectto a CII en-

compassestheissueofpatentingcomputerprograms.

2
Received at the EPO on Apr 23, 2009 16:43:55. Page 2 of 12



23/04 2009 16:38 FAX ÷49 711 6666999 Wltte Weller & Partner ~0003/00l2

WITTE,WELLER & PARTNER
PATENTANwALrt

A CII is consideredany invention that is typically or will typically be imple..

mentedusinga programmablecomputerandan appropriatesoftware (com-

puterprogram).A patentor patentapplicationdirectedto a CII might com-

prise a claim directedto a computerprogramin accordancewith T 1173/97,

but it will typically comprisemethodand/orapparatusclaims,too. A claim di-

rectedto acomputerprogramoftenrefersto precedingmethodclaims,so that

thecriteriaofnovelty andinventivestepareprimarily assessedon thebasisof

methodclaims.

1.4 Patentabilityof Clis hasfound an enormouspublic interest, asevidencedby

the Boardsown invitation to submit amicuscuriae briefs. Thereis a consider-

ableamountof criticism, andin manycasescritics refer to “trivia! patents”in

their reasoningwhy patentson CIIs shouldbedenied.It shouldbe observed,

however,that theproblemof trivial patentsis not limited to CIIs. Patentson

inventionswhich maybe consideredtrivial can also occurin otherfields of

technology.Accordingto my opinion, triviality shouldbehandledby anap-

propriateassessmentof the inventivestep,becauseit is the core questionin

the inventive stepassessment,regardlessof the field of technology,whether

or not a subjectmatterclaimedwasobviousfor theskilled person.A cleardis-

tinction betweenthedifferentrequirementsfor patentabilityasidentifiedby T

154/04, namelythefundamentalrequirementof an inventionin addition to

the further requirementsof novelty, inventive stepand industrial applicabil-

ity, is desirablefrom a practitioner’spoint of view in order to facilitate pre-

dictableresults.

2. Computerprogramsassuch

2.1 A core issue in the discussionof patentabilityof Clis is the exclusion of

“computerprogramsassuch” definedin Art. 52(2)(c), (3) EPC.Thereis a lot of

caselaw of the Boardsof Appeal addressingthis exclusion.Prof. Sterckxpro-

vided a readableoverviewof the existingcaselaw in section3 of her arnicus

curiaebriefof March 30, 2009. Threebasicapproacheswereidentified,namely

thecontribution approach,thestrictly literal approachandthe technicalcharac-

ter approach.The technicaleffectapproach,which seemsto be themostrecent

3
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one in the caselaw of the Boardsof Appeal, focuseson the questionof

whetheror not the subjectmatterclaimedhasa technicaleffect or technical

character.If this is answeredin thepositive, the subjectmatteris considered

patentable,provided that the additional requirementsof novelty, inventive

stepandindustrialapplicability arealso fulfilled. Accordingto T 1173/97,this

also appliesto aclaim directedto acomputerprogramor a claim directedto a

computerprogramproductcomprisinga computerprogramstoredon a data

carrier.Accordingly, theexclusionof “computerprogramsas such” is primarily

examinedwith respectto atechnicaleffect of thesubjectmatterclaimed.

2.2 According to my opinion, the technical effect approachgenerally leads to

reasonableandlargely predictableresults(not consideredany triviality issues,

which shouldbedealtwith underArt. 56 EPC).Nevertheless,I proposea dif-

ferentapproach,which seemsmoreconvincingto me in view of theexisting

legal framework.Thepracticalresults,i.e. theoutcomeof thedecisionswould

likely be the sameaswith the technicaleffectapproach,providedthat the in-

ventive step requirementis appropriatelyapplied in both cases.However,

theremight be differencesthatI do notoverlookatthemoment.

2.3 Art. 10 of theTRIPSAgreement,which doesnot directlyapply to theEPObut

is practically consideredin the discussionof CIIs by the Boardsof Appeal,

provides that computerprogramsshall be protectedas literary works under

theBerneConvention.As far as I cansee,thiskind ofprotectionfor computer

programsis undisputedandevenreferredto by criticsof patentprotectionfor

CIls. The Berne Conventionsuggestscopyrightprotectionfor computerpro-

grams.That meansthat a computerprogramis protectedunderthe samera-

tionale as other literary works, suchas a poem or a novel. Protection is

grantedfor andbasedon theindividual creativity that characterizesa specific

literary work. While~the protectedcreativity canonly be perceivedwhenthe

work is embodiedin a specificrealization,protectionis neverthelessgranted

for theimmaterialcreativity, which is only expressedby thespecificembodi-

ment.Not less,not more.

4
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Copyrightprotectiondoesnot extendto the generalconceptor thegenera!

idea behind a specific creativeembodiment.In contrast,It is independent

from any underlyinggeneralconcept,ascan be seenfrom thefact that “an

old story” can still be written in a creativewaythat conferscopyrightprotec-

tion. The sameappliesto computerprograms.A long known method or a

well-known algorithmcanstill be implementedin a newprogramthat enjoys

thebenefitof copyrightprotection.

A certain algorithm or, more general, a method can be practically imple-

mentedon a computerby a plurality of different computerprograms,suchas

theold story of lovecanbepicturedin a plurality of differentpoems.There-

spectiveprogramsmight differ by the programminglanguageused,but they

certainlydiffer by individual characteristicsresultingfrom theindividual crea-

tivity of therespectiveprogrammer.Justastwo poetswriting aboutlove, two

programmersrequestedto write a computerprogramfor implementinga cer-

tain methodwill write different programs,providedthat themethodis large

or complexenoughto leaveroom for individual creativity in the program-

ming process.Even if the two programmersusethe sameprogramminglan-

guage,theoutcomewill bedifferentdependingon theindividual preferences

andexperiencesof theprogrammers.

This latter “complexity requirement”is inherentlytakeninto accountin the

copyrightprotection,becausea programthat is too short and too easywill

hardlybeconsideredaspossessingthelevel of creativity requiredfor enjoying

copyrightprotection.Theremustbe roomfor individual creativity, andwhat

is protectedis just that individual creativity.

2.4 If copyrightprotectionfor a computerprogramis grantedfor the individual

creativity, asexplainedabove,andprotectionis independentfrom thegeneral

underlyingconcept,I suggestthat the exclusionof “computerprogramsas

such” in Art. 52 (2)(c),(3) EPC excludesfrom patentprotectionexactlythose

characteristicsof a computerprogramthat representtheindividual creativity.

Not less,not more.Thegeneralmethodbehindaspecificcomputerprogramis

not excludedasa “computerprogramassuch”, evenif themethodis claimed

5
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in theform of a CII. This must alsoapply to a claim directedto a computer

program,providedthat thescopeof protectiongrantedby theclaim is not de-

fined by just those characteristicswhich aremerely the result of the pro.-

grammer’sindividual creativity. In other words, the “beauty” of a specific

computerprogramresulting from a programmer’screativity cannotbe pro-

tectedby a patent,but thegeneralmethodarid acorrespondingapparatusfor

which the specific computerprogrammight be a meansfor practical imple-

mentation can. The immaterial individual creativity defines the computer

programassuch.

2.5 This proposedinterpretationof the exclusionof computerprogramsas such

conformswith the otherexclusionsdefinedin Art. 52(2) EPC, in particular

aestheticcreations.An aestheticcreationis likewise protectedby copyright,

providedit achievesthe requiredlevel in order to qualify asa work of art. If

this level is not reached,it might be protectedasan industrial designIn ac-

cordancewith Art. 25 of theTRIPSAgreement.In bothcases,again,protection

is grantedfor theimmaterialcreativityembodiedin the aestheticobject.The

objectitself is a technicalitem, justas abookcontaininga poemor adatacar-

rier containinga computerprogram,becausetheobjectitself obeysall natural

forces,suchasgravity. Nevertheless,theprotectionconferredby copyrightor

industrialdesignis immaterialor intangible.

2.6 Theotheritems listed in Art. 52 (2) EPC arelikewiseimmaterialor intangible.

Therefore,it is my opinion that thegeneralconceptlinking theexclusionsin

Art. 52(2) EPC is not somuchtheassumedlackof a technicaleffect, but lack

of tangibility.’ Accordingly, the scopeof the exclusiondefined by Art. 52

(2),(3) EPC shouldbe determinedon thebasisof tangibility, and this leadsto

theaboveunderstandingofcomputerprogramsas such.

‘With respectto thedesireof harmonizingsubstantialpatentlaws in the world, it shouldbeobserved

that “tangibility” is an importantrequirementforpatentabilityin the U.S.A,while the technicaleffectis

notin theprimaryfocus.

6
Received at the EPO on Apr 23, 2009 16:43:55. Page 6 of 12



23/04 2009 16:42 FAX +49 711 6666999 Wltte Weller & Partner ~0007/00l2

WITTE,WELLER& PARTNER
PATENTANWALTE

2.7 Prof.Sterckxmight haveaddressedthis approachfor assessingthescopeof the

exclusionof Art. 52(2)(c), (3) EPC in section8 of heramicuscuriae brief. She

rules out this approachfor two reasons,namely(a) asanallegeddisserviceto

thepublic, and (b) for thereasonthat all potentiallyinfringing itemsarespe-

cific embodiments.As an alternative,Prof. Sterckx proposesa mixed media

claim approachfor assessingthe exclusion in Art. 52(2)(c),(3) EPC, which

meansthat a claim directedto an excludedcomputerprogramshouldbe re-

gardedasnot excluded,if theclaim comprisesanadditionalfeaturethatdoes

not fall underthe exclusion.Accordingto my opinion,thepracticalresult for

the determinationof the Art. 52(2)(c) (3) EPC requirementwould be largely

thesameaswith theapproachproposedhere,becausethe additionof a non-

excludedfeature,suchas a materialdatacarrier, to theclaim languagewould

arguablychangethescopeof the claimsuchthat it cannotbe construedasbe..

ing merely directedto a programmer’simmaterial creativity. Consequently,

thedifferencebetweenthecopyrightapproachproposedhereandProf. Sterckx’

mixedmedia claim approachseemsto bemoreof an academicnaturewith re-

spectto the practicaloutcome.Nevertheless,I prefer the copyrightapproach

becauseit is moreconsistentwith the overall legal frame.Therefore,a short

commentto Prof. Sterckx’sargumentsagainstthe copyrightapproachshould

be given.

Regardingargument(a), it is not specificfor a computerprogramthat distri-

bution, useor manufacturemight infringe anotherone’spatent.Thereis no

disserviceto the public, becausethe public is not only informed aboutthe

provision of Art. 52(2)(c)EPC, but alsoabouttheprovisionof Art. 52(3) EPC.

Pickingoneandleavingtheotheris not anappropriateapproachfor address-

ing legal questions.Regardingargument(b), grantinga claim to a computer

programdoesnot circumventthe exclusionprovided that the claim is not

only definedby theimmaterialcreativityof theliterary work. While a poten-

tially infringing computerprogrammostlikely hasan individual creativity, It

will not be accusedasan infringing productfor just this characteristic,but for

anothercharacteristic,if present,namely an unauthorizeduseof a general

methodorconceptprotectedby apatent.

7
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Apart from this difference,however,I would like to point out that I concur

with Prof. Sterckxasregardstheimportanceof theinventive stepassessment

in theexaminationof a patentapplicationdirectedto aCII.

3. Proposedresponseto thequestions

3.1 Question1 reads:

Cana computerprogramonly beexcludedasa computerprogramassuch

if it is explicitly claimedasacomputerprogram?

In view of theabove,I proposeto answerquestion1 with yes.However,it is

not thepurewordingof a claim,but thesubjectmatterdefinedby theclaim

language.Accordingly,a claim directedto a computerprogramavoidstheex-

clusion if it is j~ definedby featuresthat reflect nothingbut the program-

mer’s individual creativity. For example,a claim directedto a computerpro-

gram definedonly by a numberof specificcodelinesshouldbe excludedbe-

causethecodelinesarethetypical representationofa specificembodimentof

a computerprogramexpressingthe programmer’screativity. In contrast,a

claim directedto a computerprogramfor carryingout a methoddefinedby

generalstepsnot reflectinga programmer’sindividual creativity would avoid

the exclusion.Again, it shouldbeemphasizedthat this doesnot meanthat

sucha claim is patentable,becausethe othercriteriafor patentabilityinclud-

ing inventivestephavealsoto be observed.

On the other hand, I cannotimaginethat a claim that doesnot explicitly

claim a computerprogramwill be construedasdefiningnothingbut the in-

tangiblecreativity. Therefore,citing non-creativefeatures,suchasadatacar-

rier, shouldgenerallybe sufficient,but this is nota necessarycondition.

In this connection,enforceability of a patent should not be completely

disregarded,althoughenforceabilityis not addressedby Art. 52 EPC.However,

if arecognizedinventioncanwrongfully beexploitedby third parties,because

8
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theeconomicallyimportantproductis asoftware on a datacarrier, thevalue

of thepatentsystemwould easilybe annulled.For example,a newmethodof

operatinga knownmachineis often commerciallyexploitedby selling asoft-

wareupdatefor theoperatingprogramof themachine.A claim directedto the

newmethodandaclaim directedto thenewmachinewould not be infringed

directly by produdngandsellingthesoftwareupdate.

3.2 Question2 reads

a) Can a claim In the areaof computerprograms avoid exclusion under

Art. 52(2)(c) and (3) merely by explicitly mentioning the useof a com-

puter or a computer-readabledata storagemedium?

(b) If question2(a) is answeredin the negative, is a further technical effect

necessaryto avoid exclusion, said effect going beyond thoseeffectsinher-

ent in the useof a computer or data storage medium to respectivelyexe-

cute or store a computer program?

Question 2 addresses“a claim in the area of computer programs”, which might

be interpreted asa claim directed to a CII insteadof a claim directedto a com-

puter program only. However, question 2(a) only addressesthe exclusion un-

der Art. 52(2)(c), (3) EPC. Accordingly, question 2 also seemsto address the

exclusionof computerprogramsassuch,not thegeneralissueof Clis.

Mentioning the useof a computeror a computer-readabledatastorageme-

dium could be sufficient in order to overcomethe exclusionin accordance

with theinterpretationproposedhere,becausethecomputeror thedatastor-

agemediumdo not definean immaterialcreativity. But theremight be situa-

tionswhere just mentioninga computeror a computer-readabledatastorage

mediumis not sufficient in orderto definemorethanan individualcreativity

of acomputerprogram.Again, thetruescopeoftherespectiveclaim hasto be

determined.Consequently,my proposedanswerto question2(a) is no.

9
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In view of the above, the answerto question2(b) is also no, although a

furthertechnicaleffect as definedby the caselaw of the Boardsof Appeal is

most likely sufficient in order to avoid the exclusion.However, the further

technical effect is not a necessarycondition, becauseall that mattersis

whetheror not theclaimedsubjectmatteris directedto theindividual creativ-

ity ascharacterizationfor acomputerprogram.

3.3 Question3 reads

a) Must a claimedfeaturecausea technical effect on a physical entity in

the real world in order to contribute to the technicalcharacter of the

claim?

(b) If question 3 (a) is answeredin the positive, is it sufficient that the

physicalentitybe anunspecifiedcomputer?

(c) If question 3 (a) is answeredin the negative,canfeaturescontribute to

thetechnicalcharacter of the claim if the only effects to which they con-

tribute areindependentof anyparticularhardware that maybe used?

Question 3 relates to ClIs in generalregardlessof the claim categoryor claim

language. My proposed answer to question 3(a) is no. The invention as a

whole has to fulfill the requirements for patentability including the require-

ment of Art. 52(1), which expressivelycites the “all fields of technology” re-

striction sincetheamendmentof the EPC 2000. A single feature mentioned in

a claim might not causea technical effect on a physicalentity in the real

world if takenalone,but It can neverthelesscontributeto the technicalchar-

acterof theclaim asa wholeasa resultof a relationshipor interdependency

with otherclaim features.For example,a claim featuremight be “providing a

databasehaving more than one million dataentries”. If taken alone, one

could arguethat this feature doesnot contribute to a technical character or

technical effect, becauseit is simply providing unspecifieddata.But in the

contextof theclaim asawhole, thefeaturemight relateto amethodfor proc-

essinghugeamountsof datain anefficientmanner,which allows theuseof

10
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low cost processorsinsteadof highly sophisticatedspecial purpose hardware.

The feature might be required in order to quantify the “huge amount of data”,

and it can thereforecontributeto the technicalcharacter of the claim as a

whole. Attributing the technical effect to any claimed feature individually

would bearthe risk of forgettingthefunctional interdependenciesof several

claim features.

Following theanswerto question3(a), only question 3(c) hasto be answered,

andtheproposedansweris no. If theQnly effectto which a claim feature con-

tributes is independentof any particularhardware,suchafeaturehasno effect

in the real world, which is theworld wherenaturalforcesapply. If no effectin

the real world can be accordedto a specificclaim feature,evenin combination

with other features,it doesnot contributeto the technical characterof the

claim asawhole.

3.4 Question4 reads

(a) Doesthe activity of programming a computer necessarilyinvolve tech-

nical considerations?

(b)If question 4 (a) is answeredin the positive, do all features resulting

from programming thus contribute to thetechnicalcharacter of a claim?

(c) If question4 (a) is answeredin thenegative,can features resulting from

programming contribute to the technicalcharacter of a claim only when

they contribute to a further technical effect when the program is exe-

cuted?

My proposedanswer to question 4(a) is no. Computer programming cantake

place on different levelsin terms of knowledgeand consideration of the com-

puter hardware where the computer program is run. There arelow level com-

puter languages, such asassemblerlanguages,which requirea considerable

amount of knowledge about the computer hardwarewhere the program

11
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should run. On theotherhand,thereare high level programminglanguages,

which arelargelyindependentof thehardware.Programmingacomputerin a

high level programminglanguagewithout any othertechnicalconsiderations

is possible,for exampleif the programdoesnothingelse but calculatinga

mathematicalformula.Writing suchaprogramin ahigh level languagedoes

not requirespecialhardwareknowledgeor any otherknowledgerelating to

real world of natural forces. Accordingly, the activity of programmingitself

doesnot necessarilyinvolve technicalconsiderations,although it might in-

volve some.

Question4(b) is moot in view of the answerto question4(a). My proposed

answerto question4(c) is alsono, becauseArt. 52(1) EPC doesnot provide a

basisfor a distinctionbetweena (primary)technicaleffect and afurthertech-

nical effect. If aclaim definessubjectmatterthat hasa technicaleffect, there-

quirementofArt. 52(1)EPC is fulfilled. Thequestionwhetherornot thetech-

nical effect alsodeservespatentprotectionis a questionof novelty, inventive

stepandindustrialapplicability.

I would be glad if theabove thoughtsfind favorableconsiderationin the decision

process.In view of thehigh political importanceof theReferralin the public discus-

sion of ClIs, I would like to emphasizethat it is ~ my intention to extendpat-

entabilitybeyondthe limits definedby the EPC, nor is it my intentionto promote

trivial patentsin any way.Rather,it is my professionaldesireto arrive at a coherent

interpretationof the existing legal provisions, therebyfacilitatingpatentprotection

for thoseinventionsthat shouldactuallybe rewarded.

(
(Dr. TorstenDuhme)
EuropeanPatentAttorney
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