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DearSirs,

We herebypresentouramicuscuriaebriefon the questionsaskedby thePresidentofthe
EPO.
We will first presentthestatutorybackground,and thendealwith thequestions.The main
principlesare summarizedat theendofthis brief.

1. Statutorybackground

Provisionsrelevantto thepresentissuecanbe foundin theTRIPsAgreement,EU law and
theEPC.

1.1. TRIPsAgreement

While the EPOitselfis not boundby theTRIPsAgreement,mostEPCContractingStates
aresobound,sothat it would beratheracademicto say thatthe TRIPsAgreementis not
relevant.This is illustratedby thefact thatsomeEPCamendmentsthat arenowin the
EPC2000originatefrom theTRIPsAgreement,suchastheinclusion of“in all fields of
technology”into Article 52(1)EPC, the alignmentof Article 53 EPCto Article 27(2)TRIPs
Agreement,and theinclusionof WTO priorities into Article 87 EPC,which clearlyshow
that theEPCContractingStatesdo not wish theEPCto deviatefrom theTRIPsAgreement.
Provisionsrelevantto thepresentissuecanbe foundin Article 27(1)TRIPsAgreement.

Article27
PatentableSubjectMatter
1. Subjectto theprovisionsof paragraphs2 and3, patentsshallbe availablefor any inventions,whether
productsor processes,in all fields of technology,providedthat they arenew, involve aninventive stepand
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arecapableof industrialapplication.Subjectto paragraph4 of Article 65,paragraph8 of Article 70 and
paragraph3 of this Article, patentsshallbe availableandpatentrights enjoyablewithout discriminationasto
theplaceof invention, thefield of technologyandwhetherproductsareimportedor locallyproduced.

From thisprovisionit is clearthatpatentsmustbe availablefor any inventionsin all fields of
technology,without discriminationas to the field of technology,providedthat theyarenew,
involve an inventivestepandareindustrially applicable.Whetherthe invention is capableof
implementationon acomputercannotlawfully be relevantto the decisionon whetherto
granta patent.

1.2. EU law

The above-mentionedprinciple thatpatentsshallbegrantedfor inventionsin all areasof
technologyis confirmed by Recital 12 of EU Directive 98/44/ECon thelegalprotectionof
biotechnologicalinventions:

(12) WhereastheAgreementon Trade-RelatedAspectsof IntellectualPropertyRights(TRIPs)signedby
theEuropeanCommunityandtheMemberStates,hasenteredinto forceandprovidesthatpatentprotection
mustbeguaranteedfor productsandprocessesin all areasof technology;

ThisEU directiveis referredto in Rule26 EPCas a supplementarymeansof interpretation.

The fact that computerprogramsareprotectedby copyrightdoesnot preventtechnical
inventionsusingsoftwarefrom beingpatentable,as is clearfrom Article 9(1) of EU Directive
91/250/EECon the legalprotectionof computerprograms:

1. Theprovisionsof thisDirectiveshallbewithoutprejudiceto any otherlegalprovisionssuchasthose
concerningpatentrights,trademarks,unfaircompetition,tradesecrets,protectionof semi-conductorproducts
or the law of contract.

Thereis no otherEU lawrelevantto computer-implementedinventions(CII) as the
legislativeprocessof the draft CII directivehasendedin rejectionby the EU Parliamentof
the EU Council’scommonpositionon the draft CII directive.In view thereof,wedonot
know the opinion of the EU legislator(in this case,the EU Council andthe EU Parliament
actingtogether,sothatwheneverthesetwo institutionsdo not agree,wedo not havean
opinion of the EU legislator).
FromArticle 33(1)(b) EPCit is clearthatthe EPCis not subjectto EU lawwithout
interventionby theAdministrativeCouncilunderArticle 33(1) EPC (or, of course,by the
EPC ContractingStatesunderArticle 172EPC). In this respect,it is importantto notethat
while the EPCContractingStateshaveindicatedthe relevancyof the TRIPsAgreementby
amendingArticle 52(1)EPCin line with Article 27(1)TRIPsAgreement,andwhile the
Administrative Council hasindicatedthe relevancyof EU Directive 98/44/ECby adopting
Rules26 through29 EPC,neitherthe EPCContractingStatesnor theAdministrative
Council have/hasdoneanythingthatwould haveindicatedthat anyofthedivergingviews
expressedduring thedebateon the failed draft CII directive(other thantheabove-
mentionedprovisionsfrom existingEUlaw) is relevantto patentabilityundertheEPC.
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1.3. EPC

Relevantprovisionsarenot justpresentin Article 52 EPC, butalso in Rules42 and43 EPC.

Article 52
Patentableinventions
(1) Europeanpatentsshallbegrantedfor any inventions,in ailfields oftechnology,providedthattheyare
new, involve aninventivestepandaresusceptibleof industrialapplication.
(2) The following inparticularshallnot be regardedasinventionswithin themeaningof paragraph1:

(c) schemes,rulesandmethodsfor performingmentalacts,playinggamesor doingbusiness,andprograms
forcomputers;

(3) Paragraph2 shallexcludethepatentabilityof the subject-matteror activitiesreferredto thereinoniy to the
extentto which aEuropeanpatentapplicationor Europeanpatentrelatesto suchsubject-matteror activities
assuch.

Rule42
Contentofthedescription
(1) The descriptionshall:
(a) specifythe technicalfield to whichthe inventionrelates;
(b) indicatethebackgroundart (DE: Standder Technik; FR: étatdela technique)which, asfar asis known
to the applicant,canberegardedasusefulto understandthe invention,drawup the Europeansearchreport
andexaminetheEuropeanpatentapplication,and,preferably,citethe documentsreflecting suchart;
(c) disclosetheinvention,asclaimed,insuchtermsthatthe technicalproblem, evenif not expresslystated
assuch,andits solutioncanbe understood,andstateanyadvantageouseffectsof the inventionwith
referenceto the backgroundart;

Rule43
Form andcontentofclaims
(1) Theclaimsshalldefmethematterfor whichprotectionis soughtin termsof the technicalfeaturesof the
invention.

From the aboveprovisionsit is clearthat technologyandtechnicalareessentialnotionsin
Europeanpatentlaw: not only hasthe inventionto be in a field of technology,but alsothe
field to which the inventionrelatesis a technicalfield, the prior art is technical,the problem
solvedis technical,andthe invention is definedby technicalfeatures.

2. Questions

In thelight oftheaboveoutline on thestatutorybackground,we makethefollowing
observationsregardingthe questionsreferredto theEnlargedBoardofAppealby the
Presidentof theEPO.
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~ectionl

Cana computerprogramonly beexcludedasa computerprogramas suchf/it is explicitlyclaimedas a
computerprogram?

Observation:Any non-technicalsubject-matteris not patentableunderthe EPC,irrespective
ofhowit is claimed.

Quection2

(a) can a claimin theareaofcomputerprogramsavoidexclusionunderArt. 52(2)(c) and(3) merelyl~y
explicitly mentioningthe useofa computeror a computer-readabledatastoragemedium?
(b)~fquestion2 (a) is answeredin thenegative,is afurthertechnicaleficectnecessaryto avoidexclusion,
saideffectgoingbeyondthoseeffectsinherentin theuseofa computerordatastoragemediumto
respectivelyexecuteorstore a computerprogram?

Observations:In view oftheabovediscussionon thestatutorybackground,theexamplesin
Article 52(2)EPCshouldbeunderstoodin thelight oftheprinciple that all technical
inventionsarepatent-eligible,while all non-technicalsubjectsarenot. So, it is not relevant
whethersomecomputer-relatedwordingis usedin a claim, asthequestionthat needsto be
answeredis whethertheclaim relatesto a technicalinvention.
Moreover, it is not thatrelevantwhethera claim in theareaofcomputerprogramsavoids
exclusionunderArticle 52(2)(c)and(3) EPCby usingsomesmartlychosenwording, as it
still needsto benewandinvolve an inventivestepin orderto bepatentable.As hasbeen
aptlymentionedin T 154/04,only technicalfeaturescancontributeto novelty and
inventivestep,so thattheremustbe technicalfeaturesthat distinguishtheinventionfrom
theprior art in anon-obviousway.Merely mentioningthe useofaprior art computerora
prior art computer-readabledatastoragemediumwill thus not helpin achievingthat goal.
Similarly, any furthertechnicaleffect is only relevantfor patentabilityif it contributesto
noveltyandinventivestep.

Quection3
(a)musta claimedfeaturecausea technicaleffecton aphysicalentity in therealworldin orderto
contributeto thetechnicalcharacteroftheclaim?
(b) ~[question3 (a) is answeredin thepositive,is it sufficientthat thephysicalentity bean unspec~fled
computer?
(c) ~,fquestion3 (a) is answeredin thenegative,canfeaturescontributeto thetechnicalcharacterofthe
claim~ftheonlyeffectsto which theycontributeare independentofanyparticularhardwarethat maybe
used?

Observations:As mentionedin Rule43 EPC,theclaimsdefinetheinventionin termsof the
technicalfeatures.As mentionedin T 154/04,while non-technicalfeaturesmay be present,
theremuststill be technicalfeaturesthatprovidethe requirednovelty andinventivestep.A
featureis a technicalfeatureif it hasa technicaleffect.Whetherthis technicaleffect is on the
computeror on the outsideworld, is irrelevant.
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~ection4
(a) doestheactivity ofprogramminga computernecessarilyinvolvetechnicalconsiderations?
(b)~fquestion4 (a) is answeredin thepositive,do ailfeaturesresultingfromprogrammingthus
contributeto the technicalcharacterofa claim?
(c) ~[question4 (a) is answeredin thenegative,canfeaturesresultingfromprogrammingcontributeto
thetechnicalcharacterofa claimonlywhenthey contributeto afurther technicaleffectwhentheprogram
is executed?

Observations:Writing softwaredoesnot necessarilyinvolve technicalconsiderations.
However,somesoftwarehasatechnicaleffect, sothat technicalinventionsembodiedby
suchsoftwaremaybe patentableprovidedthat theotherEPC criteria havebeenmet.

3. Summary

Summarizingthis brief, webelievethat the following principlesarerelevantto the present
issue:

• All technicalinventionsarepatentablesubject-matterin view of Article 27(1)TRIPs
AgreementandArticle 52(1)EPC.Limited exceptionsto this principle arethoseof
Article 53 EPC,correspondingto Article 27(2,3)TRIPsAgreement.

• Only technicalinventionsarepatentablesubject-matter,soas to excludethe
examplesofArticle 52(2)EPCwhenclaimedas suchratherthanin thecontextofa
technicalinvention.

• In orderto bepatentable,inventionsalsoneedto complywith otherrequirements,
including therequirementsthat an inventionneedsto benovelandinvolve an
inventive step. In thelight of thevariousoccurrencesof“technical”/”technology”in
the EPC,this noveltyandinventivestepcanonly resultfrom technicalfeatures
distinguishingthe inventionfrom the prior art, as clarified by recentcase-lawof the
EPO Boardsof Appeal(e.g.T 154/04).Adding prior art technologyto the examples
of Article 52(2)EPCwill thus not result in apatentableinvention.

Yoursfaithfully,
PHILIPS INTERNATIONAL B.V.
IntellectualProperty& Standards

L.J. Steenbeek


