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I am pleased to enclose the United Kingdom’s amicus curiae submission in respect
of the above case.

This is filed in response to the invitation ofthe Enlarged Board of Appeal and in
accordance with Article 10 of the Rules of Procedure of the Enlarged Board of
Appeal (OJ EPO 2007, 303 if).

The submission has been prepared by Mr Simon Malynicz, Counsel.

The United Kingdom looks forward with considerable interest to the Enlarged Board’s

decision.
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Ian Fletcher
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IN THE ENLARGED BOARD OF APPEAL

OF THE EUROPEAN PATENT OFFICE

EPO CASE G3/08

PATENTABILITY OF COMPUTER PROGRAMS

AMICUS CURIAE SUBMISSION OF

THE UNITED KINGDOM

Procedural background

1. Theseare the amicuscuriae submissionsof the UnitedKingdom in CaseG3/08

publishedin Official Journalof the EPO’ in accordancewith Article 10 of the

Rulesof Procedureof the EnlargedBoardof Appeal2.

2. On 22 October2008,the Presidentof the EuropeanPatentOffice referredvarious

points of law to the EnlargedBoardof Appeal under Article 1 12(1)(b) of the

EuropeanPatent Convention (‘EPC’) on the application of the exclusion of

computerprogramsas suchwithin the meanthgofArticle 52(2)(c)and(3) EPC.

3. For convenience,the questionsaresetout below:-

1. Can a computerprogram only be excludedas a computerprogram as

such~fit is explicitlyclaimedasa computerprogram?

(1/2009atp.32)
2 As amendedby theDecisionof the AdministrativeCouncil of 7 December2006, CA/D 15/06,which

cameinto forceon 13 December2007.
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2.(a) Can a claim in the area of computerprogramsavoidexclusionunder

Art. 52(2)(c) and (3) merelyby explicitly mentioningthe useofa computer

or a computer-readabledatastoragemedium?

(b) If question2(a) is answeredin the negative, is afurther technicaleffect

necessaryto avoidexclusion,saideffectgoingbeyondthoseeffectsinherent

in the useofa computeror datastoragemediumto respectivelyexecuteor

storea computerprogram?

3.(a) Musta claimedfeaturecausea technicaleffecton a physicalentily in

the realworld in order to contributeto the technicalcharacterofthe claim?

(b) If question 3(a) is answeredin the positive, is it sufficient that the

physicalentity bean unspec~tiedcomputer?

(c) If question3(a) is answeredin the negative,canfeaturescontribute to the

technicalcharacterof the claim if the only effectsto which they contribute

areindependentofanyparticular hardwarethat maybe used?

4.(a) Does the activity of programming a computer necessarilyinvolve

technicalconsiderations?

(b) If question4(a) is answeredin thepositive,do all featuresresultingfrom

programmingthuscontributeto the technicalcharacterofa claim?

(c) If question4(a) is answeredin the negative,canfeaturesresultingfrom

programmingcontributeto the technicalcharacterofa claim only whenthey

contributeto afurther technicaleffectwhentheprogram is executed?
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The scopeof the inquiry

4. The UnitedKingdom submitsthatoneway of conceptualisingthe differentsorts

of computerrelatedinventionsthat are likely to be involved in the inquiry, and

wheretheyexist in termsof patentability,canbe as illustratedin Figure 1 below:

Clearly Patentable Un-Patentable

5. Onecantheorisethreebroadcategoriesof computerrelatedinvention. Circle 1 is

the most straightforward case and comprises inventions where a computer

program is involved and someother, real-world entity other thana computeris

improved. Examplesinclude an improved processcontrol systemfor a factory

productionline, a computerisedcar brakingsystem,or the programcontrol for a

washingmachine. Theseareclearlypatentable,on anyview of Article 52 EPC.

6. Equally, Circle 3 entails inventionsof otherexcludedmatter(for example,for a

better method of doing business,presentinginformation, or playing a game)

which havebeenimplementedusing conventionalcomputers,andusinga new

computer program to do so. Thesesorts of inventions are, of course,clearly

unpatentable.

7. The contestedterritory is of course Circle 2. This area encompassesthose

applicationswhich canbe consideredto be abettercomputeror computingdevice

as a resultof the useor executionof oneor morecomputerprograms.The United

Kingdom would furtherdividethis circle into the following threesub-categories:-

Fig 1
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o Category2(i) would be inventionsin which the programinteractswith

the hardwareof a generalpurposecomputerin suchway as to makeit

work better, for example to increasesecurity, to reduce its power

consumptionor operationof the memory.

o Category 2(u) would be inventions which are essentially an

improvementin programming,i.e. where thereis an improvementin

the way the computerprogram works which is independentof the

hardwareit runs on such as a generalpurposecomputer.Examples

include methods of testing software and communicationbetween

programs.

o Category2(iii) would be improvementsin programswhich can be

characterisedas “computerising” another exclusion, such as the

programmingof amathematicalmethod.Otherexamplesincludethose

applicationsthat automatementalacts suchas automatedproductionof

aprogramor systemdesign.

8. In the UnitedKingdom’s view, of these,only Category2(i) wouldbepatentable.

The meaning of a “technical contribution”

9. In a longline of casesdatingfrom Vicom3to the present,the EPOhasconsistently

characterisedthe key issueas beingwhetherthereis a “technicalcontribution” (or

“effect”, or “character”). However, the precisemeaningof “technical” has not

beenclear

10. It is clearthatmostof the otherArticle 52 EPCexclusionsarenot “technical”. To

the scientist(if not to the financier), things like businessmethodsandgamerules

are not “technical” things. Where mattersbecome unclear is in relation to

computerprograms.To somepeople,it might appearthat all computerprograms,

which, of necessity,run on highly technicalpiecesof equipment(i.e. computers)

~T-0208/84Vicom/Computer-relatedInvention [1987]2 EPOR 74
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are“technical”. Howeveranapproachthatallowedall programsto be patentable

simplyby virtue of the fact thattheyran on a pieceof technicalequipmentwould

render the exclusionfor computerprogramstotally meaningless,unlessit were

restricted to pure claims for software, for example “a computer program

characterisedby... [without mentioninganyhardware.]”

11. Thus the conceptof technicalcontributionmustbe conceivedas amounting to a

contributionover andabovethe expected“technical” effectsof merely running

the softwareon acomputerandshould meanthe samething as “doesnot wholly

fall within the exclusions”.The UnitedKingdomencouragesthe EnlargedBoard

to look at the exclusionsgenerallywhenattemptingto understandthemeaningof

“technicalcontribution”.

12. The conceptof “technical contribution” was establishedin the Vicom caseand

forms a common starting point in the interpretation of the approach to the

patentingof computerprogramsin many Europeanjurisdictions. The Technical

Boardof Appealin their decisionmadeit clearthat the purposeof the conceptof

“technicalcontribution” wasproperly to capturethe “computerprogramas such”

exclusionof Article 52 EPC. By any understandingof the Vicom decision,it is

alsoclearthatthe wordingof Article 52 meansthat it is a test in its own right that

hasto be met without referral to anyother articles. The fact that an application

may be novel and inventive is of no relevance if the subject matter of the

applicationis unpatentable— to hold otherwisewould be to subvertthe intended

purposeof Article 52 EPC.

13. The United Kingdom thereforewishes to emphasisethat to assessthe technical

contribution of a computer program as part of novelty and inventive step

requirementsof Articles 54 and 56 EPC is not the correct approach.If such an

approach were followed it would effectively remove the computer program

exclusionsof Article 52 or at the very least render it obsolete.Furthermorethis

approachwould also underminethe effect of the other exclusionswhich are not

(at the moment)in question.
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14. In addition, the compromisingof Article 52 in this way will undoubtedlylead to

confusion amongstpatent examinerswhen assessingthe patentability of any

computer implemented invention. Specifically, the mere presence of the

computer,or computerprocessingmeansof any type or any form in the claim

maylead the examineraway from aproperconsiderationof the tenetsof Article

52 in favourof thenovelty andinventivesteprequirementsof Articles 54 and56

EPC.Suchactionon the part of the examinerswould not only furtherundermine

the Article 52 exclusion but ultimately lead to its eventualdemisewithout any

properconsiderationby the signatoriesto the EPC.

15. What is also clear, in the United Kingdom’s view, is that the meaning of a

technicalcontributionshouldbe a matter of substanceratherthanform. This has

consistentlybeenthe approachof the UK courtswheneverthis issuehasarisen.

The EPO, however,appearsto havemovedin adifferent direction,adoptingan

analysisin PensionBenefit4andHitachi/Auction method5for example,the effect

of which was thatanyprogramon a carrierhada technicalcharacterandtherefore

escapedthe exclusion.

The needfor clarity

16. As statedabove, the conceptsof “technical effect” or “technical contribution”

have emergedas a means of legal interpretation.However the divergencein

approachon this issue leavespatentapplicantsin a positionof legal uncertainty.

Thereforethe key policy objectivefor the EnlargedBoardof Appealshouldbe, in

the UnitedKingdom’s view, to provide answerswhich are clearandworkableby

examining offices andgive reasonablecertainty to patentapplicantsand third

parties.

~T 931/95 PensionBenefit(2000)

T 258/03 Hitachi/Auctionmethod(2004)
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Other issues

17. In addition,thereareissuesthat, in the UnitedKingdom’s view, shouldinform the

approachto an assessmentof the properlimits of the exclusion.

18. Thereis nothingin the debatesthat framedthe EPCthat identify anyclearpublic

policy behindthe computerprogramexclusion. As setout in the letter from the

Presidentof the EuropeanPatentOffice (EPO) to the EnlargedBoardof Appeal,

the only policy that canbe gleanedis that the framerspurposelydid not definethe

exclusionprecisely. This left scopefor the EPOandthe nationalcourtsto work

out the detailfor this fastmovingtechnology.

19. The exclusion must be given an appropriateambit andnot be the subject of

“removalby construction.”Any understandingof the ambit of the exclusionmust

take as its startingpoint the notion thatthe framersof the EPC soughtto makea

substantiveexclusion in this area,andnot one thatcould be easilycircumvented

by formalistic means. As will appear further below, the United Kingdom’s

suggestedanswersto some of the referredquestion are aimed at alerting the

EnlargedBoardto suchdangers.

20. The issue of patentability in relation to computerimplementedinventionshas

been,and still is, controversial. The argumentson both sides appearto be

foundedon economicconsiderationsalthoughtheseare not necessarilysupported

by anyclearempiricalevidenceof Europeanmarketeffects.

21. On the one side, business,particularly larger corporations,believe that the

economicjustification for the existenceof the patentsystemperseappliesequally

well to inventionswhich surround softwaredevelopmenti.e. encouragementto

invest in R&D and more and varied innovation as a direct result of the

requirementthat patentsare published. Moreover patentsprovide a basis for

industrytransactions.
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22. An opposingview, predominantlyfrom proponentsof opensourcesoftwarebut

also one advancedby many SMEs, is that patents should not be grantedfor

computerprograms. This view holds that, if available,companieswill start to

protect all their computerprogramspreventing ready accessto source code.

Furthermore, open source developers would be particularly vulnerable to

infringementactionsbecausetheirmodelallows the marketfull knowledgeof the

softwarethat theyareutilising. In addition,it is said, the traditional rationalefor

patentprotection— thatpatentsrewardan undertakingfor its R&D investment—

doesnot seemto apply easilyto computerprogrammingactivity. In general, the

capital outlay requiredto engagein R&D in this sectoris low comparedwith

otherR&D-intensivesectors.

23. There is clearly a balancethat needsto be struck for industry which doesnot

inhibit innovationandpromotescompetition.

24. It is submitted that the United Kingdom’s stanceprovides the clarity and

consistencythat is neededby patentapplicantsand third parties and gives a

meaningfulinterpretationof the exclusionwhich musthavebeenthe intentionof

the framersof the Convention.

Proposedanswersto the referred questions

Qi. Can a computerprogramonlybe excludedasa computerprogramassuch if it is

explicitly claimedasa computerprogram?

Q2 (a) Can a claim in the area of computerprogramsavoidexclusionunderArt.

52(2)(c)and (3) merelyby mentioningthe useofa computeror a computer-readable

datastoragemedium?

25. The United Kingdom suggeststhat the first two questionscan be dealt with

togetherandthat the answerto bothshouldbe in thenegative.

26. A positiveanswerto the first questionwould bea triumphof form oversubstance

anddoesnot engagethe policy behindArticle 52 EPC whatsoever.If a computer
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programitself is unpatentable,thensimplyclaiming thatprogramin anotherform

shouldnot enableanapplicantto circumventthe exclusion.

27. A positiveanswerto the secondquestionwouldalsoallow easycircumventionof

the exclusionby addingformalistic languagerelatingto the useof a computeror

data-storagemedium. Again, this would be to ignore entirely the policy of the

exclusion.

Q2(b) if question 2(a) is answeredin the negative, is a further technical effect

necessaryto avoidexclusion,saideffectgoingbeyondthoseeffectsinherentin the use

ofa computeror data storagemediumto respectivelyexecuteor store a computer

program?

28. The United Kingdom suggestsan affirmative answer to question 2(b). All

computerprogramsinherentlywork on hardwarein the sensethat theyall cause

electronsto flow alongwires in acomputerin differentways. If this effect were

sufficient for patentability then all programs would be patentable.A negative

answer to this questionwould not engageany of the policy issuesbehind the

exclusion.

Q3(a) Must a claimedfeaturecausea technicaleffecton a physicalentity in the real

world in order to contributeto the technicalcharacteroftheclaim?

29. On the assumptionthat the questionis intendedto require a further technical

effect beyondthat inherentin the useof acomputeror data storagemedium,then

the United Kingdom suggeststhat this question should be answered in the

affirmative.

30. If the featuredid not causea technicaleffect on areal-world entity, thenit would

fall within other partsof excludedsubject matter in Article 52 EPC such as a

betterbusinessmethod,game,or methodof presentinginformation.In the United

Kingdom’s three-ringedanalysis of Figure 1 at paragraphs4 to 8 above, this

wouldalsobe unpatentable.
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Q3(b) If question3(a) is answeredin thepositive,is it sufficientthat thephysical

entity bean unspecjfledcompliter?

31. In the UnitedKingdom’s view, the answerto question3(b) is that it may, in some

circumstances,be sufficient that the physicalentity be an unspecifiedcomputer.

Thesecasesfall within Circle 2 in Figure 1. Therefore,someof theseinventions,

such as encryptionldecryptionsoftware, for example, may well be patentable

becausetheymakecomputersmoresecure.On the otherhand, inventionswhich

are essentially an improvement in programmingor programswhich can be

characterisedas “computerising”anotherexclusionin Article 52 EPC,would still

be excludedin thesecircumstances,as explainedearlier.

Q3(c) If question3(a) is answeredin the negative, canfeaturescontribute to the

technical character of the claim if the only effects to which they contribute are

independentofanyparticular hardwarethatmaybeused.

32. This questionpresupposesa negativeanswerto 3(a), which meansthatwhat is

beingconsideredare featureswhich do not causeatechnicaleffect on a physical

entity in the real world. Ofnecessity,thesewould be independentof the hardware

used (as they would have no technical effect on the undoubtedlyphysical

hardware). Therefore,a negativeanswer to 3(a) requiresa positiveanswerto

3(c).

33. However,as statedearlier, the UnitedKingdomcontendsfor a positiveanswerto

question3(a),so the questionbecomeshypothetical.

Q4(a) Does the activity ofprogramminga computernecessarilyinvolve technical

considerations?

34. The United Kingdom suggeststhat this question should be answered in the

negative.Like questions1 and 2(a) this suggestsa facile answerto a complex

questionanddoesnot in anyway engagethe policy issuesof the exclusion.If the

activity of programmingacomputernecessarilyinvolvedtechnicalconsiderations,

thenall computerprograms— eventhosethat ought to be excludedby the other
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exclusions in Article 52, such as a computerprogram embodyinga business

method— would bepatentable.

Q4(b) If question4(a) is answeredin the positive, do all featuresresultingfrom

programmingthuscontribute to the technicalcharacterofa claim?

35. The logical implication of an affirmative answerto 4(a) is an affirmative answer

to 4(b). However, the United Kingdom contends for a negative answer to

question4(a) for the reasonsgiven earlier.

Q4(c) If question 4(a) is answeredin the negative, canfeaturesresulting from

programming contribute to the technical character of a claim only when they

contributeto afurther technicaleffectwhentheprogramis executed?

36. The UnitedKingdom suggeststhat the answerto question4(c) shouldbe given in

the affirmative. However this then raises the issueof what a “further technical

effect” is. The UnitedKingdom would refer to its analysisat paragraphs4 to 8

above for its view on wherethe line shouldbe drawn betweenthoseinventions

that lie wholly outsidethe exclusionsandthosethat do not. Thus,an improvement

in programmingwhich only improves the programmingis an improvementin a

computerprogramas suchandthus doesnot contributeto the technicalcharacter

of a claim. However, an improvementin programmingwhich, for example,

allowsa moreefficient sleep-modeactivation,doescontributethe requisitefurther

technicaleffect.

30 April 2009

SimonMalynicz

(Barrister)

HogarthChambers

5 New Square

Lincoln’s Inn

LondonWC2A 3RJ
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