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Headnote

1. Control itens (e.g. printer control itens) included in a text which is
represented in the formof digital data are a characteristic of the text-
processi ng systemin which they occur in that they are a characteristic of the
technical internal working of that system

Therefore, such control itens represent technical features of the text-
processi ng systemin which they occur (follow ng decision T 163/85 "Col our

tel evision signal/BBC', QJ EPO 1990, 379).

2. Consequently, transforming control itenms which represent technical features
bel ongi ng to one text-processing systeminto those bel onging to anot her text-
processi ng systemrepresents a nethod having techni cal character

3. If a nmethod of transformng text represented as digital data according to
whi ch a source docunent, cast in a first editable formincluding a plurality
of input control items, is transforned into a target docunent, cast in a
second editable formincluding a plurality of output control itens conpatible
therewith, is inplenented by an appropriately programed conputer, the steps
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of that method represent rather the algorithmon which the conputer programis
based than a conputer program as such and the program nust be considered to be
the technical neans for carrying out the (technical) nethod (follow ng
decision T 208/84, "Conputer related

i nvention/VICOM', QI EPO 1987, 14).
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Summary of Facts and Submissions

The appeal is directed at the decision of Exam ning
Division 2.2.01.065, dated 14 Septenber 1989, to refuse
t he European patent application No. 83 111 222.2 on the
ground that the subject-matter of Claim1l as published
(EP- A-109 615) could not be regarded as an invention

wi thin the neaning of Article 52(1) EPC.

That claimread as foll ows:

"A nethod of transform ng a source docunent, cast in a
first editable formwhich includes a plurality of input
itens therein, to a target docunent of a second form
conprising output itens, characterised in that said
second formalso is an editable form which includes
output itens conpatible therewith, said nethod
conprising the steps of:

a) determning a set of key state variables, from
anongst all possible state variables, that reflect
and collectively identify information concerning
t he presence of source docunent control itens that
are read in a sequence thereof fromsaid source
docunent ;

b) determning criteria for conpatibility of source
input itens to be read with source controls that
have been read in a sequence and are reflected in
said key state vari ables;

c) establishing a fixed order for all possible output
itens in which any necessa ry pair of output itens



in the transformation of a given input sequence
will be witten in said established order;

d) defining a set of rules for each possible output
itemthat determ ne whether each of said possible
output itens is to be witten out to said target
docunent as a function of the status of said state
vari abl es; and

e) readi ng a sequence of input itenms fromsaid source
docunent in accordance with said conpatibility
criteria;

f) witing out all eligible output itens under said
rules as a transform of said sequence, in said
fixed order of output itenms.”

According to the decision, while the subject-matter of
t he application mght well be susceptible of industrial
application, it nevertheless did not neet the
requirenments of Article 52 EPC since in accordance with
Article 52(2) EPC, it was not regarded as an invention
wi thin the neaning of Article 52(1) EPC.

| ndustrial applicability did not override the
restriction on patentability inposed by paragraph 2 of
Article 52 EPC. In other words, subject-matter, which
in accordance with Article 52(2) EPC is not regarded as
an invention within the neaning of Article 52(1) EPC,
is excluded frompatentability notwithstanding its
industrial applicability; cf. the CGuidelines for

Exam nation in the European Patent Ofice, C1V, 2.2
and 4. 5.



Claim1 did not identify any technical features for
carrying out the clainmed procedural steps. Rather, the
general nmethod as clainmed specified a purely abstract
concept prescribing howto transformdata. Cearly,
steps a) to d) of CAaim1l had to be perforned
exclusively nmentally by a human being, e.g. a system
designer. Caim1l was al so wide enough in scope to
cover the case where steps e) and f) of that claimwere
performed nmentally by a human being using appropriately
drafted decision tables.

The applicant's counter-argunment that the subject
transf orm nechani sm coul d be performed on a com puter
system al though supported by the description, in
particular page 7, lines 8 to 12 and the part of the
description referring to Figure 1, was rejected for the
reason that such a realisation of steps e) and f) of
Claim1 was not clearly and unanbi guously subject -
matter of the clains.

Mor eover, the Exam ning Division noted that a claimto
a conmputer programis not patentable irrespective of
its content and that normally this situation is not
changed when the conputer programis |oaded into a
known conputer, except when the clainmed subject-matter
provides a technic al effect and includes all technical
features which are essential for the technical effect;
referring to the Guidelines, C1V, 2.3, "prograns for
conput ers".

Wth regard to the applicant's statenent that the
application, which solves the problemof converting
between different types of editable docunents, enhances
the utility of existing text processors of various



ki nds, the Exami ning Division stated that such an
effect was nmerely a consequence of using the clained
method in a processor of a conputer system and,
therefore, was not directly and unanbi guously obtai ned
by the clainmed nmethod as such.

The applicant further argued that a significant

i nfluence on the conputer structure was nmanifested in a
so-called "virtual" interface, constituted by the
transforns unit (48) shown in Fig. 1 of the
application; this was refuted by the Exam ni ng
Division's statenent that it could well be that the
figures and the description of the application

di scl osed technical features and a technical problem
but that this was not relevant. As pointed out by the
Exam ning Division in both its first and second

conmuni cations, Claim1l as it stood did not clearly and
unanbi guously specify any technical matter. In spite of
this repeated objection, the applicant had naintai ned
the original set of clainms unanended.

I n accordance with Article 52(2) EPC, the subject-
matter of Claim1l could not be regarded as an invention
wi thin the neaning of Article 52(1) EPC.

Dependent Clains 2 to 7 did not contain any features of
a technical nature either. They were considered to be
excluded from patentability for the sane reasons.

The appeal was | odged, and the respective fee paid, on
8 Novenber 1989 with the request that the appeal ed
deci si on be cancelled and a patent granted.



On 12 January 1990, the Appellant filed a statenent of
grounds, acconpanied by a new Caim1l intended to
overconme the "nental acts" objection, arguing that the
"conputer progrant objection was not justified and that
the clained nethod was technical in the sense of the

VI COM deci sion (T 208/ 84, QJ EPO 1987, 14).

In response to a conmuni cation fromthe Board citing
its case law (T 22/85, T 38/86, T 65/86, T 186/86), and
expressing doubts as to the patentability of the new
Claim1l or a simlar claim the Appellant referred to
anot her decision (T 26/86, QJ EPO 1988, 19).

On 5 Decenber 1991, oral proceedings were held at the
concl usi on of which the Board decided to offer the
Appel I ant the opportunity to file anended clains within
acertaintine limt.

In response, the Appellant filed new clains and
requested that the case be remtted to the Exam ning
Division for further exam nation on the basis of the
docunents on file, which the Board understands to be
t he foll ow ng:

- Clains 1 to 7 filed on 6 June 1992;

- Description as published but with the amendnents
suggested on 18 May 1987 and on 1 March 1988;

- Drawi ngs as publ i shed.

Caim1l reads as foll ows:

"A nethod of transform ng text



which is represented in the formof digital data

wherein a source docunment, cast in a first editable
formwhich includes a plurality of input control itens
therein, is transfornmed to a target docunent, cast in a
second editable formwhich includes a plurality of

out put control itens conpatible therewith

said nethod conprising the steps of:

a) determining (Fig. 2) a set of key state vari ables,
from anongst all possible state variables, that
reflect and collectively identify information
concerning the presence of input control itens
that are read in an input sequence thereof from
sai d source docunent;

b) determning criteria for conpatibility of the
i nput control itens to be read with the input
control itens that have been read in the input
sequence and are reflected in said key state
vari abl es;

c) establishing (Figs. 4-8) a fixed order for al
possi bl e out put control itens in conbination with
said key state variables for the transformation of
a given portion of the input sequence including
i nput control itens;

d) defining a set of rules (Figs. 9-31) for each
possi bl e out put control itemthat determ ne
whet her each of said possible output control itens
is to be witten out to said target docunent as a



VI .

function of the status of said state vari abl es;
and

digitally processing the text by

e) readi ng a given input sequence of input control
itens fromsaid source docunent in accordance with
said conpatibility criteria; and

f) witing out all eligible control output itens to
said target docunent under said fixed order as a
transformation of said given input sequence."”

I n support of the submi ssion that the clainmed nethod is
not excluded from patentability, the Appellant
submtted in the oral proceedings that none of the
clainmed steps is purely nental and that the clainmed

met hod is not purely software either but involves
techni cal (hardware) features as well. Wth particul ar
reference to the earlier decision T 186/86, it was
submtted that the clainmed nethod is not concerned with
linguistics, as is editing, but with technical problens
arising when printer-formatting, control codes have to
be transfornmed froma docunent cast in one text-
processi ng systemto a docunent cast in another which
is not directly conpatible with the fornmer. The
reference, in daiml, to an "editable"” form neans that
t he source docunent has possibly been edited and the
target document will also be editable but the editing
as such is not the subject of the claim

Reasons for the Decision



The appeal is adm ssible (Articles 106 to 108 and
Rul e 64 EPC).

The amendnments nmade to Claim1l do not, apparently,
extend beyond the content of the application as
originally filed.

The issues to be decided in the present case are

- first, whether the reason given in the decision under
appeal for rejecting the original clains, viz. that
they relate to a nethod for perform ng nental acts,
still applies to the clains now on file, and

- second, if this is not the case, whether neverthel ess
these clains nmust be rejected because they relate to a
program for conputers under Article 52(2)( c) EPC

I n deciding the issues under Art. 52(2), the provision
under Art. 52(3) that such matters are excluded from
patenting only to the extent to which the application
relates to such subject-matter or activities as such,
nmust be borne in mnd.

The mental acts issue

Present Claim1l (cf. V), even though it does not
mention any "nmeans", has been restricted with regard to
Claim 1l as refused by the inpugned decision (cf. I) by
features which do not allow the clained nethod to be
interpreted as being susceptible of being carried out
excl usively by nental acts.



First, in the context of a nethod of transform ng text
froma source docunent to a target docunent as defined
in the opening phrases of Claim1l, the expression
"digital data" introduced in that claimcan only be
understood as neaning data in the formof digital

el ectrical signals (bits and bytes) and the expression
" digitally processing” introduced in the claim
nmust be understood, therefore, as neaning that the data
in this formare processed by the processor of a
conput er system

Second, the input and output itens have now been
specified as input or output "control"” itens
respectively. They cannot be understood any | onger,
therefore, as text itens but nust be understood as
acting on itens of hardware such as a printer

The fact that Claim1 still contains nethod steps -
inplicit in features a) to d) - which can be carried
out nmentally, does not exclude its subject-matter from
bei ng patentabl e under Article 52(2) EPC, having regard
to Article 52(3) EPC. It is established case | aw that
in principle a mx of non-technical features (such as
mental activities) and technical features nay be

pat ent abl e.

In the present case, the non-technical, nentally-
performed steps a) to d) may be regarded as first
essentials for the carrying out of the other nethod
steps. It has nowto be investigated to what extent the
subject-matter of Claiml1, seen as a whole, constitutes
not hing nore than a nethod for perform ng nental acts
"as such", albeit carried out on a conputer. The nere
fact that a nethod for perform ng nental acts as such,



as normal ly excluded from patentability under

Art. 52(2) and (3), is carried out by a suitably
programed conputer, generally speaking, does not make
t hat nmethod a technical nethod.

In particular, reference is made here to decision

T 22/ 85, "Docunment abstracting and retrieving /1BM, QJ
EPO 1990, 12. There it was held (cf. reason 8) that,
for carrying out in practice an activity excluded as
such from patentability under Art. 52(2) EPC, sone
means may be used which thensel ves could be qualified
as technical, e.g. a conputer controlled by appropriate
software, and that a claimdirected to an excl uded
activity which at the sanme tinme contains such technica
features woul d not appear to be unall owabl e under al

ci rcunst ances. However, the nere setting out of the
sequence of steps necessary to performthe activity in
terms of functions or functional nmeans to be realised
with the aid of conventional conputer hardware el enents
does not inpart any technical considerations and,

t herefore, cannot I end a technical character to that
activity and thereby overcone the exclusion from
patentability.

Simlarly, T 158/88, QJ EPO 1991, 566
"Schriftzeichenforml SIEMENS', inplies that the
statenent in a patent claimthat technical neans are
used (in that case a visual display unit) in carrying
out a process alone is not sufficient to escape
exclusion frompatentability under Art. 52(2).

The invention according to Claim1l concerns a
transformation of text froma source docunent cast in a
first editable formto a target docunent cast in a



second editable form The transformation is independent
of the linguistic nmeaning of the digital text data
processed. It is, above all, concerned with (printer)
control itens in the source docunent and not with the

I inguistic neaning of words of the text, and the
problemto be faced is that the formof the data
representing these control itens is different in the
source and target docunents.

The ultimate purpose of said control itens is, iInter
alia, the control of hardware such as a printer. Thus,
such control itens have to do with e.g. carriage
return, new page, new paragraph, etc., which have a
techni cal character and represent equivalents to
simlar functions as were perforned by nechani cal neans
in old nechanical typewiters, before the latter were
converted into all-electric text processors. In
particular, these control itens have nothing to do with
the linguistic aspects or the neaning of the texts
bei ng processed.

In the view of the Board, control itens (e.g. printer
control signals) included in a text which is
represented in the formof digital data are
characteristic of the text-processing systemin which
they occur in that they are characteristic for the
technical, internal working of that system

Therefore, such control itens represent technical
features of the text-processing systemin which they
occur, follow ng decision T 163/85 "Col our television
signal /BBC', QJ EPO 1990, 379, in which it was deci ded
that a col our television signal, characterised by
technical features of the systemin which it occurs,



i.e. inwhich it is being generated and/or received,
does not fall within the exclusions of Art. 52(2)(d)
(presentation of information) and (3) EPC (reason 2).
Consequently, transform ng control itens which
represent technical features belonging to one text-
processi ng systeminto those bel onging to another text-
processi ng systemrepresents a nethod havi ng techni cal
character.

The Board is of the opinion that, by the text
transformati on nethod clainmed, a contribution to the
art is made which is not nerely of a linguistic nature
but is basically technical. It concerns the technica
probl em of transformation of digital data representing
(printer) control items, cast in a first form into
digital data still representing the sanme information
but cast in a second form thus effectively crea ting a
conmuni cative |ink between normally inconpatible text-
processi ng systens; noreover, by solving this problem
it yields a corresponding result, i.e. has a techni cal
effect.

In this respect, the present case should be

di stinguished different fromthe earlier " text-
processi ng" case |law such as, for instance, T 186/86
(not published). The latter decision concerned a nethod
for displaying and editing spatially-related data in an
interactive text-processing system In that case, the
Board considered that the invention was directed to
editing proper and that the editing nethod had for its
pur pose the creation of a text having a desired

i nformation content and | ay-out, which neant that the
nmet hod as such ainmed at solving a probl em which was
essentially of a non-technical nature. The Board was of



the opinion that the activity of text editing as such
had to be considered as falling within the category of
schenes, rules and nethods for perform ng nmental acts
and, therefore, was excluded from patentability under
Art. 52(2)(c) and (3) EPC

In the circunstances of the present case, it is no

| onger relevant that Claim1l contains, or inplies, a
nunber of individual features which may not be
technical, but may indeed involve nental acts only,
once the technical character of the subject-matter of
Claim1 considered as a whol e has been establi shed.

Furthernore, it does not appear decisive that the
reading of input items and the witing of output itens,
as such, are conventional features in the field of
conputer functioning. The inportant point in the
present case is that these functions, as defined in e)
and f), are carried out in accordance with the

techni cal requirenents which ensure that the technica
result, or effect, is actually achieved, as indicated
bef or e.

On the basis of the foregoing, the Board considers that
the subject-matter of Claim1l does not fall within the
category of schenes, rules and nethods for performng
mental acts referred to in Article 52(2)( c) EPC

The computer program issue

The Board agrees with the Exam ning D vision's view
that a conputer programclained by itself is not
patentabl e, irrespective of its content. Although in
t he exclusions frompatentability under Art. 52(2), a



general tendency m ght be detected to suggest that only
abstract and non- t echni cal subj ect -
matters are excluded as such (Art. 52(3)), it seens
worthwhile to note that conputer prograns not having an
abstract, or non-technical "content" nust be considered
also to fall within the exclusion, as long as they are
cl aimed as such.

According to the Board's case law, in particular

T 38/86 "Text processing/1BM, QI EPO 1990, 384, it
seens to be the intention of the EPC to permt
patenting (only) in those cases in which the invention
i nvol ves a contribution to the art in a field not
excluded from patentability.

As descri bed above, daim1 nakes such a contri bution.

Even though it nmay be assuned that a nethod, carried
out by a conputer system of transform ng text
represented in the formof digital data froma source
docunent to a target docunent by processing this text
digitally, will not always be inplenmented by a special -
pur pose (text-processing) conputer (as the Appellant
referring to "DisplayWite" has submtted), but also by
a general - purpose conputer, operating under the control
of suitable prograns, the nmethod according to Claim1l
does not nerely relate to conputer progranms as such but
to a method resulting, in effect, in a conmunicative
conbi nati on of two text-processing systens.

The Board, therefore, is of the opinion that, by the
text transformati on nethod clained, a contribution to
the art is made which is not nerely a matter of
programm ng but is basically technical. It concerns the



techni cal problemof transformation of digital data
representing (printer) control itens, cast in a first
form into digital data still representing the sane
information but cast in a second form thus effectively
creating a communicative |ink between normally

i nconpati bl e text-processing systens, noreover, by
solving this problemit yields a corresponding result,
i.e. has a technical effect.

The Board concludes that if a method of transform ng
text represented as digital data according to which a
source docunent, cast in a first editable form
including a plurality of input control itens, is
transforned into a target docunent, cast in a second
editable formincluding a plurality of output control
items conpatible therewth, is inplenmented by an
appropriately programmed conputer, the steps of that
nmet hod represent rather the algorithmon which the
conputer programis based than a conputer program as
such and the program nust be considered to be the
techni cal neans for carrying out the (technical)

met hod, follow ng decision T 208/ 84, "Conputer-related
i nvention/VICOM', QJ EPO 1987, 14, in particular reason
12.

The Board's conclusion, therefore, is that Claim1l does
not relate to conputer prograns "as such” under
Art. 52(2)(c) EPC

Finally, even though the control of a printer or the
like by said control itenms would result, in the end, in
the presentation of information, the clained nethod is
not concerned with "presentations of information" as



such whi ch woul d be excluded from patentability by
Article 52(2)(d) and (3) EPC.

In the opinion of the Board, it would not be
appropriate to "weigh" the non-technical and technical
features for the purpose of finding out which ones
preponderate, nor to search for the "heart" of the

i nvention and di sregar d the rest follow ng
T 26/ 86, QJ EPO 1988, 19, "RoOntgeneinrichtung/ KOCH und
STERZEL". What suffices, in the present case, for a
positive decision on the issue to be decided is that a
technical contribution to the art is made as pointed
out above.

The Board's conclusion, therefore, is that the present
Claim1l1 neither relates to nmethods for performng
mental acts "as such", nor to conputer prograns "as
such"” nor to any other matter excluded "as such" from
patentability under Art. 52(2), (3) EPC

The sane nust necessarily apply to the dependent
Claims 2 to 7.

The Exam ning Division's reasons for refusing the
application have thus to be consi dered renoved and the
Appel l ant' s request that the decision under appeal be
set aside is to be all owed.

The only other relevant issue in respect of which the
Exam ning Division gave an opinion is whether the
subject-matter clainmed at that tinme was susceptibl e of
i ndustrial application (Article 57 EPC). The Board is
of the opinion that this is certainly the case for the
subj ect-matter now cl ai ned.



The Board agrees with the Exam ning Division's opinion
that industrial applicability under Art. 57 does not
override the restrictions on patentability inposed by
Art. 52(2).

Havi ng refused the present application under

Art. 52(2), there was no need for the Exam ning
Division to give an opinion as to novelty (Art. 54) and
inventive step (Art. 56 EPC), nor to consider the
description with regard to Rule 27 EPC.

Now that the clains on file are no | onger unal |l owabl e
under Art. 52(2) EPC, the application has still to be
exam ned with respect to the requirenents just
nment i oned.

Therefore, the Board considers it appropriate to allow
the Appellant's request that the case be remtted to

the Exam ning Division for further prosecution in
accordance with Article 111(1) EPC.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the Exam ning Division for

further prosecution on the basis of the application
docunents on file as listed in paragraph V.

The Regi strar: The Chai r man:



M Ki ehl P. K. J. van den Berg



